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RELATED APPEALS AND INTERFERENCES 

The Examiner on page 2 of the Answer contends that Appellants' Brief does not 
contain any statement identifying related appeals or interferences. That is incorrect. 
Appellants specifically state on page 2 of their Brief that no such related appeals or 
interferences exist. 

STATUS OF CLAIMS 

The issues addressed below relate to claim structure, claim status and claim 
withdrawals in this case; they are newly made by the Examiner and require response by 
Appellants. The Examiner's new assertions will be found on pages 2-6 and 21-25 of the 
Answer. 

A. Cancellation of Prior Copending Applications Does Not Establish 
that Appellants Assented to "Prolixity" or "Multiplicity" Arguments 

The Examiner asserts that Appellants 1 cancellation of predecessor applications Ser. 
Nos. 09/1125,050 and 09/207,075 after the filing of this application is evidence that 
Appellants assented to the Examiner's "prolixity" and "multiplicity" arguments during 
prosecution of this application. Those cancellations do not establish any such thing. As 
is common in an ongoing research project, Appellants filed patent applications as the work 
progressed, with each application incorporating the prior application's coverage and adding 
new coverage for the more recent phase of the research. Each application was specifically 
identified as a continuation-in-part of its predecessor(s). 

Appellants were well aware of the overlap. They cancelled each predecessor as it 
came up for response to an first Office Action, leaving only the current cumulative 
application for full prosecution. 

Appellants are not aware of any precedent law, nor has the Examiner cited any, that 
prohibits an applicant from simultaneously having two or more applications copending that 
have overlapping claims. The PTO even has a procedure for resolving such overlaps 
between copending applications, which is set forth in M.P.E.P. § 804. Specifically, the 
Examiner is to call an applicant's attention to potential overlap by a provisional rejection, 
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but cannot reject either claim until one is indicated as allowable] M.P.E.P. fflj 8.32. It will 
be noted that the Examiner failed to follow the prescribed procedure. Since Appellants had 
no obligation to cancel any claims of any copending application prior to an indication of 
allowability of claims in one of the cases, the Examiner's assertion that Appellants' 
voluntary cancellation of the predecessor applications somehow equates to "acceptance" 
of the Examiner's arguments is entirely without merit and inappropriate. 

B. Appellants' Claim Structure is Neither "Prolix" nor "Unduly Multiplied" 

The Examiner contends that Appellants' original 164 claims are "unduly multiplied" 
in that "not simply are there too many claims, but that the claims also have very fine 
distinctions and have dependencies which create a convoluted structure to understand." 
(Examiner's Answer, p. 22, lines 4-7.) What the Examiner has done is confuse complex 
claim structures with so-called "prolix" or "unduly multiplied" claim structures. 

There is nothing inherently wrong with a complex claim structure with numerous 
claims; M.P.E.P. §706. 03(k). The Examiner has from the start recognized that the present 
invention is (1) a unitary invention, and (2) that this unitary invention has numerous 
embodiments; See Paper No. 2, Office Action of December 3, 1 999, in which the Examiner 
himself identifies twenty-eight embodiments. When the claimed invention is a complex 
system as is Appellants' vacuum conveyance system, applicant cannot be limited to only 
a few claims; M.P.E.P. §§ 706.03(k) and 2173.05(n). The Examiner has repeated his 
previous contention (Examiner's Answer, page 6, lines 1-3) that a "reasonable" claim 
structure is one which does not exceed the "average number of claims in a typical patent" 
of less than 2 independent claims and 17 total claims 1 . Later on the Examiner objects to 
Appellants' claim structure on the ground that it contains more claims than are found in the 
specific prior art patents cited in Appellants' IDS and the Examiner's Office Actions 
(Examiner's Answer, page 24, lines 7-8). 



1 The Examiner gives no source for this curious statistic. Is it the "average" from all 6,500,000+ 
U.S. patents dating from the 1800's? From some lesser subset? Which "average" is it - the mean? the 
median? the mode? How is such "average" related to the technical field of the present invention, as compared 
to simpler or more complex fields with greater or lesser claim structure requirements? This citation by the 
Examiner cannot be taken seriously without a complete definition. 
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Such objections have no basis in fact or law. Many applications have far more than 
the so-called "average" number of claims and both this Board and the C.C.P.A/C.A.F.C. 
have found multiplicity rejections to be without merit. See, for instance, In re Hawkins, 486 
F.2d 569, 179 U.SP.Q. 157, 160 (C.C.PA, 1973) [multiplicity rejections based on 75 
claims were reversed by both the PTO Board of Appeals and the C.C.PA] and In re 
Goodman, 476 F.2d 365, 177 USPQ 574, 576 fn.2 (C.C.P.A., 1973) [noting reversal of a 
prior multiplicity rejection based on 70 claims by the C.C.P.A. when the same case was 
previously before the court]. In the present case 164 claims is not excessive even by the 
Examiner's own standard. With the reasonable assumption that in his "average" patent 
above each independent claim represents an embodiment of the claimed invention, there 
are then an "average" of 8.5 claims per embodiment (17 + 2 = 8.5). The Examiner has 
counted 28 embodiments of Appellants 1 unitary invention defined by 164 claims (or 177 
claims, considering multiple dependencies) . This is only 6.3 claims per embodiment, 25% 
fewerihat the Examiner's "average" patent. It is therefore evident that Appellants have not 
"unduly multiplied" their claims structure, even by the Examiner's own standard 2 . 

The Examiner now contends that he could not then and cannot now understand the 
claim structure, but it is noteworthy that he gives only minimal "evidence" of that by citing 
a few pairs of claims which he calls similar. The fact that that concept might be complex 
and require more than the "average" number of claims, or that examination of those claims 
might require a bit more effort than an "average" examination, cannot justify the Examiner's 
rejections; M.P.E.P. § 2173. 05(n) and cases cited therein. 

Appellants expended a great deal of effort to provide the Examiner with a simple 
manner in which to allow him to examine the complex invention -- i.e., to concentrate on 
twenty claims which together define the principal embodiments of the invention. The 
dependent claims which depended from each of those claims, and further properly defined 
each embodiment (about which see more below) were offered by Appellants to be 
considered part and parcel of the twenty designated claims, and Appellants offered to 



2 With respect to the so-called "average" it is noted that the patent law itself, and the PTO's own 
fee structure, allow 3 independent claims and 20 total without additional fee; 35 U.S.C. § 41(a)(1)(B) and 37 
C.F.R.§ 1.16(a), (b). 
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accept the ruling on the twenty claims as applicable to all of the remaining claims. (Paper 
No. 6, filed July 18, 2000) 

The Examiner's response was to demand that the remaining claims be withdrawn 
and cancelled, thus leaving Appellants with only a single claim for each embodiment and 
prohibiting Appellants from having any dependent claims to further define any specific 
embodiment This is in clear violation of M.P.E.P. § 2173.05(n) and the case law cited 
therein, which specifically requires that examiners must "afford the applicant some latitude 
in defining the invention." 

There can be no contention that claims are "unduly multiplied" in a claim structure 

that covers several embodiments of a unitary inventive concept, merely because there are 

necessarily claims which appear similar but which are in fact legally and technically 

significantly different. It is well accepted that in a claim structure of the following type: 

1 . A device for doing a certain task 

2. A device as in Claim 1 of embodiment A 

3. A device as in Claim 2 having member Y 
4. A device as in Claim 1 of embodiment B 

5. A device as in Claim 4 having member Y 

Claims 3 and 5, even though appearing identical, are in fact significantly different because 
they are respectively dependent from different embodiments of the invention] see M.P.E.P. 
§ 706.03(k), first paragraph. 

C. The Rejection of the Claim Structure as "Prolix" is Inapplicable 

According to M.P.E.P. § 2173.05(m), prolixity applies only to individual claims and 
then only when within the claim itself the language includes "such long recitations or 
unimportant details" that the scope of the claim "is rendered indefinite." The Examiner has 
never identified individual claims that are allegedly indefinite or not understandable. Since 
"prolix" does not apply to overall claim structure, the Examiner's rejection is without merit. 

D. Reentry of Appellants 1 Withdrawn Claims is Compelled 
by the Patent Rules Regarding "Multiplicity" Issues. 

As discussed above, Appellants offered to designate twenty claims for examination 
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with the remaining claims being subject to the results of that examination. The Examiner 
refused that reasonable offer and instead demanded that all of the remaining claims must 
be withdrawn from consideration. Appellants at that time stated to the Examiner that upon 
conclusion of the examination they would amend the application to reinstate those of the 
withdrawn claims that would be allowable as dependent from those of the examined claims 
which had been found allowable. Acceptability of this procedure is clearly implied by 
M.P.E.P. § 2173. 05(n), which states that multiplicity rejections must include all of the 
claims which form the basis of the rejection; paragraph bridging the first two columns of the 
section. It is clear from that section that in fact the Examiner's demand for withdrawal of 
the claims was itself unauthorized by PTO rules or procedures. 

While the Examiner might have considered that examining more that twenty claims 
was too "tedious" because of alleged multiplicity [see the excerpt from In re Wakefield cited 
by the PTO in § 2173.05(n)], that cannot now justify refusal to allow Appellants to reinstate 
the withdrawn claims by amendment. It is clear from 37 C.F.R. § 1.75(b) and M.P.E.P. 
§ 2173.05(n) that multiplicity is a factor only where it obscures the invention for 
examination or if the claims are not patentably distinct. The latter point has been 
addressed above and shown to be inapplicable in this case. As to the former point, now 
that the examination has been completed, and since Appellants have repeatedly assured 
the Examiner that they accept the results of the examination as applicable to all of the 
original claims, there can be no "multiplicity" reason for refusal to allow amendment for 
reentry of the withdrawn claims. 

In summary, the Examiner newly asserts that Appellants 1 prior efforts to get their 
complete invention examined, as they had a right to, constitutes their acquiescence in the 
Examiner's contention that they were entitled to examination and inclusion of no more than 
some mythical "average" number of claims. That is not true. Appellants did not intend to 
settle for less than they have always been legally entitled to. The fact that they took some 
procedural steps (setting aside claims) to simplify the Examiner's consideration of the 
overall inventive concept, should not now be considered otherwise. 

THE BENNY ET AL REFERENCE REJECTIONS 
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Most of the arguments advanced by the Examiner in support of the rejections based 
on Benny et al. have been addressed in Appellants 1 Brief. However, one new argument 
not previously made by the Examiner is found on page 3, page 5, of the Answer, in which 
the Examiner contends that Appellants 1 distinguishing of Benny et al. by claiming an "all 
vacuum" system is not persuasive because Appellants 1 system is allegedly not "all vacuum" 
and therefore Appellants 1 claims are all anticipated or made obvious based on Benny et 
al. 

The Examiner contends that the vacuum pump at one end works in a positive 
pressure ambient environment, and that therefore no system which uses a vacuum pump 
can ever be "all vacuum" (see page 3, Iine14 through page 4, line 2 of the Answer). Such 
analysis entirely fails to evaluate the invention in accordance with the standard of the 
person skilled in the art and also fails to accord common meaning to the language of 
Appellants 1 claims. 

Those skilled in the art would be well aware that a vacuum pump has on its non- 
system (upstream) side a positive pressure environment in contrast with negative pressure 
environment its operation creates on its system (downstream) side. No one skilled in the 
art would consider that to mean that the system to which the pump is connected with 
therefore anything other than an "all-vacuum" system. The Examiner has in fact 
acknowledged that, since to make his case for Benny et al. he must contend the extreme 
position that no such thing as an "all-vacuum" system can ever exist. 

However, it is not necessary to give any weight to the Examiner's extreme assertion, 
since it will be noted that Appellants 1 claims are directed to a system for transporting and 
conveying ice through the system under vacuum motivation. That conveyance occurs after 
the vacuum pump. The ice is not inserted into the inlet of the vacuum pump; rather it is 
inserted into the negative pressure environment of the conduits which are downstream of 
the vacuum pump. The claimed invention therefore clearly is independent of the external 
environment of the vacuum pump. 

Therefore, Appellants 1 invention as claimed \s clearly distinguishable over Benny et 
al. As was shown in Appellants 1 arguments in their Brief, the Benny et al. system has its 
vacuum pump at its mid-point, thus creating negative pressure only in its inlet segment. 
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The pump location, and the presence of the vacuum breaker on the outlet segment side, 
eliminates any possibility that fish drawn into the Benny system under negative pressure 
are motivated through the entire Benny et al. system by such initial vacuum. Those skilled 
in the art would reject any assertion that Benny et al.'s system past the vacuum pump was 
anything other than a purely gravity-motivated system. 

CONCLUSION 

For the above reasons, and taken in conjunction with arguments made in 
Appellants' Brief, Appellants reiterate their position a) that the invention as claimed in all 
of the claims under examination is patentable over Benny et al. with or without the 
supplemental references, and b) that the examined claims being patentable, the remaining 
claims set aside into order to simplify examination are also patentable, and should be 
reincorporated into the application such that all claims to which Appellants are properly 
entitled can be allowed, and that the Examiner's contrary decision should be REVERSED. 

Respectfully submitted, 
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